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Bef ore Hohein, Walters and Bucher, Adm nistrative Tradenark
Judges.

Bucher, Adm nistrative Trademark Judge:

An application has been filed by Carwel | Products,
Inc. to register the mark LUBRI GUARD for “lubricants;
namely anti-corrosive, rust protection lubricant,” in
I nternational Cdass 4.°

Regi strati on has been opposed by Warren GO | Conpany,
Inc. on the ground that opposer is the prior owner of the

mar k LUBRI GUARD used i n connection with notor oil and ot her

! Ser. No. 76/011, 464, filed on March 28, 2000, which is
based upon an allegation of a bona fide intention to use the nmark
i n commerce



rel ated petrol eum products such as transm ssion fluid,
hydraulic fluid and machine oils.

Applicant, in its answer, has denied the salient
al l egations of the notice of opposition.

This case now conmes up (1) on opposer's notion for
summary judgnent, filed on February 28, 2002, which seeks a
hol ding of priority of use and of I|ikelihood of confusion,
and (2) on applicant’s notion, filed on March 28, 2002, for
the inposition of judgnent against opposer as a sanction
for its “signing and filing of a frivolous notion for
summary judgnent in this Opposition with the sole and
i mproper purpose of harassing and i nposi ng needl ess costs
upon [applicant].” As context for these notions and the
har sh exchanges between applicant and opposer, a brief
chronol ogy, based upon the declarations of the principals
of applicant and of opposer, is in order.

Specialty G| Conpany/Industrial Lubricants Conpany
adopt ed the mark LUBRI GUARD and began using it in
connection with industrial lubricants in 1981. |In January
1995, Quaker State G| Conpany purchased Specialty QI
including a manufacturing plant in San Antoni o, Texas.
Then in 1998, Pennzoil QG| Conpany and Quaker State Q|
Conmpany conbi ned to form Pennzoi |l -Quaker State (PQ@S). In

addition to its market -1 eadi ng brands (PENNZO L and QUAKER



STATE), the |ubricants and consumer products busi ness
segnment of PQS continued to market a wide variety of
| ubricants under the LUBRI GUARD mark. Then in January
2001, opposer purchased from PQS the San Antoni o pl ant
formerly owned by Specialty Ql. The assets of this
purchase included, inter alia, the transfer of conmmon | aw
rights in the unregi stered LUBRI GUARD nmark and the goodwi ||
associ ated therewith

In 1999, applicant decided to renane its CP-90 rust
i nhibitor — a l|ubricant designed to control corrosion on
vehicl es and ot her equipnent. After working with a
consul ting conpany and reviewing a Thonson and Thomson
trademark search report, applicant adopted the mark
LUBRI GUARD for its rust protection lubricant. The instant
intent-to-use application was filed in March 2000, and
sales were initiated soon thereafter (although no anendment
to all ege use has been filed) — especially to various
muni ci pal and comrercial fleets in upstate New York. The
i nvol ved application published for opposition on February
6, 2001, and followi ng several tinely requests for
extension of tinme, the current opposition was filed by
opposer on June 8, 2001.

As a general proposition, sunmary judgnment is an

appropriate nmethod of disposing of cases in which there are

- 3 -



no genui ne issues of material fact in dispute, thereby
all ow ng the proceeding to be resolved as a matter of |aw.
Fed. R Cv. P. 56(c). The party noving for summary

j udgnment has the burden of denonstrating the absence of any
genui ne issue of material fact and that it is entitled to a

judgnment as a matter of law. See Celotex Corp. v. Catrett,

477 U.S. 317 (1986). The evidence pertaining to such a
noti on, noreover, nust be viewed in a light favorable to
the non-novant, and all justifiable inferences are to be
drawn in the non-novant’s favor. Thus, in considering the
propriety of summary judgnent, the Board may not resolve
i ssues of material fact against the non-noving party; it
may only ascertain whether such issues are present. See

LI oyd's Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25

usP@d 2027, 2029 (Fed. GCir. 1993); Opryland USA I nc. v.

Great Anerican Music Show Inc., 970 F.2d 847, 23 USPQd

1471, 1472 (Fed. GCr. 1992); and A de Tyne Foods, Inc. v.

Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542, 1544 (Fed.

Gir. 1992).
Upon careful consideration of the argunents and
evi dence presented, we find that there are no genui ne
i ssues of material fact on the follow ng i ssues: that
opposer has prior rights to the mark LUBRI GUARD as appli ed

to a wde variety of lubricants (Billy G Stewart



affidavit, 915-10; Ed Davis affidavit, Y3-7); that the
mar ks are identical; that for purposes of this proceeding,
t he goods of both parties nust be deened to be legally
identical — lubricants touted for their anticorrosive and
rust protection; that in spite of applicant’s marketing
enphasis targeting fleets of vehicles, the U S. Arny, and
the |ike, given the absence of any restrictions in the
i nvol ved application as to trade channels, it nust be
presunmed that the channels of trade for applicant’s goods
are, or will be, the same as that for opposer’s goods, and
hence, that ordinary consuners at retail would be comon
custoners; and that despite the fact that the mark is
suggestive, opposer has denonstrated that its mark is
fairly well-known because opposer and its predecessors have
used the mark on lubricants for nore than twenty years, and
have sold tens of mllions of dollars worth of LUBRI GUARD
| ubricants each year since at |east 1996.°

Accordi ngly, we grant opposer’s notion for sunmary
j udgnment based upon priority of use and a |ikelihood of

conf usi on.

2 The exact figures are labeled “H ghly Confidential” and are

appropriately covered by the parties’ Consent Protective Order on
Confidentiality of Cctober 2, 2001.



Finally, we turn briefly to applicant’s notion for
sancti ons agai nst opposer. |If a party files a paper in an
inter partes proceeding before the Board which violates the
provi sions of Rule 11 of the Federal Rules of G vil
Procedure, the Board clearly has the authority to enter
appropri ate sanctions agai nst such party, up to and
including the entry of judgnment (See 37 CFR 82.116(a)).
However, opposer’s filing of the present notion for sumary
judgnent was entirely appropriate under the circunstances.
Contrary to applicant’s position, there is nothing in
opposer’s conduct related to this proceeding that
represents a violation of Fed. R Civ. Proc. 811.° Thus, we
deny applicant’ notion for the inposition of sanctions.

Decision: This opposition is sustained and

registration to applicant is refused.

3 Ongoi ng attenpts between the parties to reach a settl enent
agreement would not toll the running of the discovery periods or
of opposer’s deadline for filing a potentially dispositive
notion. Hence, there is no reason in logic or in the | aw why
failed attenpts between the parties to reach a settl enent
agreenent shoul d preclude opposer’s filing of its summary

j udgrment notion.



